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Recognition of the Invention with Consideration of
the Trial of Infringement

Towa International Patent Firm
Partner, Patent Attorney

Hiroaki Tsuno

In Japan, infringement arguments in patent infringement suits is broadly divided into
the following two categories. The “sufficiency theory” (whether the alleged infringing product is
within the technical scope of the patented invention) and the “invalidity theory” (whether the
patent itself has grounds for invalidation).

In the “sufficiency theory,” an important topic is the interpretation of the technical
scope of a patented invention. The “interpretation of the technical scope of a patented invention”
is defined in Article 70(1) of the Patent Act as “the interpretation of the description of the claims”.
Therefore, in the “sufficiency theory,” the description of the claims is very important.

Regarding the “invalidity theory,” typical reasons for invalidation are novelty,
inventive step, and inadequate description (clarity requirement, support requirement, enablement
requirement, etc.). For the clarity requirement, the description of the claims is important. For the
support requirement, the “problem to be solved by the claimed invention™ is important'. For the
inventive step, in addition to “the problem to be solved by the claimed invention,” “the effect
produced by the claimed invention” is also important®. Therefore, in the “invalidity theory,” not
only the description of the claims but also “the problem to be solved by the claimed invention”
and “the effect produced by the claimed invention” are extremely important.

Based on the above, to make inventions less likely to be invalidated and to ensure the
enforcement of rights, inventions should be regarded as “technical ideas (subject matter, structure,
and effects)” rather than “the description in the claims (structure)”.

1 Itis often decided that “the claimed invention does not meet the support requirement because the invention in
the present claim contains a configuration that does not solve the problem.”

2 Ifaclaimed invention differs from the prior art in a way that does not produce an advantageous effect over the
prior art, it is often held to lack inventive step.



