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As discussed in a previous article entitled “USPTO Proposes Fee Increases to Discour-
age Patent Thickets”, the United States Patent and Trademark Office (USPTO) has been under
pressure to combat patent thickets. The previous article discussed economic disincentives that the
USPTO proposed by way of increases in various fees related to continuation practice. On May
10, 2024, the USPTO took a drastic step in further combating patent thickets by publishing a
notice of proposed rulemaking entitled “Terminal Disclaimer Practice to Obviate Nonstatutory
Double Patenting.”

When the USPTO examines patent applications filed by the same applicant, if the
USPTO finds that the claims of the applications are not identical but are obvious variants of each
other, the USPTO may issue an obviousness-type double patenting rejection. Such a rejection is
most common for continuation applications. To overcome the rejection, the applicant may file a
terminal disclaimer which requires the applicant to tie the patents together so they cannot be sepa-
rately assigned and to disclaim the term of the later expiring patent(s) beyond the earliest expiring
patent, with limited exceptions.

The USPTO’s proposal adds a third requirement. Specifically, the proposal would
require the applicant filing a terminal disclaimer to include an agreement that all patents tied
together by the terminal disclaimer(s) would be unenforceable if, in any of the patents tied
together, any claim is found to be anticipated or obvious by a Federal court or by the USPTO and
all appeal rights have been exhausted.

As justification for the rule change, the USPTO alleges that, “[e]ven with the protec-
tions currently provided by a terminal disclaimer, multiple patents tied by terminal disclaimers
that are directed to obvious variants of an invention could deter competition due to the prohibitive
cost of challenging each patent separately in litigation or administrative proceedings.” The

USPTO states that “[t]he proposed rule is intended to promote competition by lowering the cost
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of challenging groups of patents tied by terminal disclaimers, resulting in reduced barriers to mar-
ket entry and lower costs for consumers,” as “competitors could focus on addressing the validity
of the claims of a single patent.”

The proposal could have a profound impact on patent prosecution and enforcement,
with both intended and unintended consequences. The proposal may indeed have the intended
effect of reducing costs for competitors by allowing a challenge to a single patent to render a
group of patents tied together by terminal disclaimers unenforceable. However, the proposal may
allow competitors to challenge the patent with the broadest claims under anticipation or obvious-
ness thereby rendering valid claims of the other patents unenforceable.

For example, consider a scenario in which there is a group of patents tied together by
terminal disclaimers, and the broadest claim of one of the patents could be invalidated under
anticipation or obviousness while the claims of the other patents are sufficiently narrow to with-
stand anticipation and obviousness challenges. In this scenario, the patents with valid claims
would be unenforceable solely for being tied to a patent with a broad claim.

The proposal would likely discourage applicants from abandoning any application
rejected under anticipation or obviousness if tied to other patents by terminal disclaimers, as the
abandonment could render the other patents unenforceable. The proposal would also likely result
in most applicants traversing obviousness-type double patenting rejections rather than filing ter-
minal disclaimers.

One unintended consequence of the proposal may be that most applicants with the
means to do so will file applications with a very large number of claims to encourage a restriction
requirement, then filing divisional applications in response thereto. As a restriction requirement
is an admission by the USPTO that the claims are patentably distinct, an obviousness-type double
patenting rejection cannot be made in the divisional application(s). However, such a strategy
would require excess claim fees with the initial filing which many individual inventors and small
companies may not be able or willing to pay.

The proposal runs contrary to one of the fundamental principles of US patent law, that
each claim of each patent stands on its own. Even within a single patent, anticipation or obvious-
ness of one claim does not negate the validity or enforceability of the other claims.

The patent community has greeted the proposal with comments demonstrating wide-
spread opposition. Shortly after the publication of the notice, a group consisting of former
USPTO Directors (David Kappos and Andrei Iancu), Deputy Directors, and a Patent Commis-
sioner took the unusual step of penning a letter to Director Vidal urging the USPTO to withdraw
the proposal. The letter argues that the proposal is a substantive rule and is beyond the USPTO’s

statutory authority ; that the proposal would increase challenges to obviousness-type doubling
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patenting rejections, increasing the cost of patent prosecution and enforcement ; that the rule
change is a dramatic and arguably illegal departure from consideration of each claim on its own
merits ; that the proposal allows infringers to render meritorious patent claims unenforceable
without challenging those claims on their own merits ; and that the USPTO has failed to show
that current terminal disclaimer and continuation practice is hurting the US economy. The letter
notes that continuation practice is a right that inventors are given by statute and that the USPTO,
as an administrative agency with no substantive rulemaking authority, cannot make such an
important decision on its own.

It will be interesting to see how the USPTO responds to the widespread opposition,

especially in view of the explicit opposition from former USPTO leaders.



