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Trademark owners globally invest significant resources to cultivate the reputation of
their brands. A brand’s success often depends on consumers linking the brand with high-quality
products. Counterfeit products, which are substandard goods that misuse the trademarks of
reputable brands without authorization, are prevalent in nearly every industry—ranging from
pharmaceuticals and children’s clothing to electronics and software. The rise of the digital
marketplace has enabled counterfeiters to sell these fake products online, deceiving millions of
unsuspecting consumers. These counterfeiters often mimic legitimate websites, using images of
genuine products to lure customers, only to deliver inferior imitations.

The impact of counterfeit goods is severe, not only compromising consumer health
and safety—particularly with fake pharmaceuticals—but also diminishing consumer trust in a brand.
This erosion of confidence can weaken the trademark over time as consumers begin to associate
the brand with the lower-quality counterfeit products. Counterfeit goods can also lead to unhappy
distributors, reduced revenue, and job losses.

To combat counterfeit sales and reduce their impact, U.S. trademark owners can
proactively employ various strategies. While U.S. laws offer protection against counterfeit goods,
enforcement may be limited against foreign-based websites. Nonetheless, below are some cost-

effective strategies to consider in the United States :

* Record Your Trademark with U.S. Customs and Border Protection (CBP) : If your
trademark is federally registered in the U.S., you can record it with CBP. This will
alert CBP to monitor for infringements at United States ports. CBP will detain any
suspected counterfeit products bearing your trademark and seize them if you confirm

their counterfeit nature.

* Monitor and Report Online Counterfeits : Regularly scan the internet for counterfeit
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products and train staff to help in this process. Notify third-party seller websites of
any counterfeit products you find. This notification process is relatively
straightforward and, when done systematically, can significantly reduce the sale of
counterfeit goods.

* Inform Your Customers : Provide a list of authorized sellers on your website so that

consumers can verify before purchasing from third-party sites.

* File a “Schedule A” Lawsuit: A “Schedule A” case can be a powerful tool for
stopping the sales or offers for sale of infringing products on online marketplaces. In
“Schedule A” cases, the plaintiffs seek a Temporary Restraining Order (TRO) to stop
the sale or offer for sale of the infringing product(s), but the complaint is filed under
seal and does not publicly identify the defendants in the complaint. Instead, the
defendants or their online seller aliases are listed in a schedule attached to the
complaint. Thus, the defendants are unaware of the proceedings until the TRO is in
place. If a TRO is granted, the plaintiff then sends the TRO to online marketplaces.
The marketplaces subsequently remove the listed products and disable the seller’s
accounts, in many cases before the sellers even become aware of any legal action.
This process thus offers brand owners a robust and expedited means to enforce
trademark rights, especially against sellers—including sellers located in both the U.S.

and abroad—operating on major online platforms.

* Publicize Enforcement Actions : Share news of successful takedowns or seizures of
counterfeit goods in press releases. This not only deters potential counterfeiters but
also reinforces your brand’s commitment to protecting its trademarks. Consider
including details of successful enforcement actions and litigation results on your

brand’s website.

Addressing counterfeit products can be challenging and sometimes ineffective, but
regularly applying these strategies can help deter future incidents. Collaboration among
stakeholders, including search engines, payment service providers, and trademark owners, is
essential in tackling online counterfeiting. By implementing voluntary measures, stakeholders can

make meaningful progress in combating counterfeit sales online.



