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Introduction to German Utility Models

The German utility model, often referred to as the “small patent,” offers a valuable
tool in the arsenal of intellectual property rights, especially within the context of litigation.
Although it may not be ideal for building extensive intellectual property portfolios, its swift
registration process and the option to branch off from European and German patents make it an
effective instrument for strategic use in legal disputes.

Strategic Advantages of Branching Off

One significant strategic advantage is the ability to “branch off” a utility model from a
pending patent application. According to Section 5(1) of the German Utility Model Law, a utility
model can be derived from a German, European, or PCT application designating Germany. This
branching off can occur up to two months after the termination of the patent application’s
processing or opposition procedure. It is crucial to note that branching off is only possible during
the application process until two months after grant and during opposition proceedings, not during
revocation proceedings. This flexibility allows applicants to safeguard their inventions even
during opposition, without being constrained by the limitations on amending the scope of a patent
during such challenges (Article 123(3) EPC or Section 22(1) of the German Patent Act). For
instance, if you file a patent and a competitor files an opposition while selling a product similar to
your claimed product, you can branch off a utility model during the procedure, amend the claim
to your favor, and take legal actions.

Moreover, the branching off during opposition also works after the patent has been
granted. This means that when opposing someone else’s patent, one must consider the possibility
of the patent holder branching off a utility model. Sometimes, it could be advantageous to wait
until the end of the opposition period and proceed directly to revocation proceedings to avoid the
risk of a branch-off.
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Relaxed Novelty Requirements

In terms of legal standards, utility models benefit from a more relaxed novelty
requirement. Imagine filing a European Patent and you tested the claimed product seven months
before the filing date in France and three months before the filing date in Germany. Unlike
patents, which demand “absolute novelty” as defined by Section 3(1) of the German Patent Law
and Article 54 of the European Patent Convention (EPC), utility models do not consider prior oral
descriptions and limit the impact of prior public use to occurrences within Germany. Additionally,
written descriptions or uses and publications within six months preceding the filing date do not
count against the novelty of a utility model, provided that the disclosure was made by the
inventors or their legal successors. Thus, the product tests are prejudicial for the European patent,
but not for a German utility model as they happened outside of Germany and inside Germany
within the six-month grace period, assuming the disclosure was attributable to the inventor.
Exclusion of Fictional State of the Art

Furthermore, the concept of “fictional state of the art,” as seen in Section 3(2) of the
German Patent Law with its “whole contents approach,” is not applicable under the Utility Model
Act. Therefore, documents published after the filing date are not considered during the novelty
examination of a utility model. However, earlier applications, published after the filing date, can
be relevant as prior rights under Section 15(1) No. 2 of the Utility Model Act, serving as grounds
for cancellation and being applicable as a defense in infringement proceedings. Here, the “prior
claim approach” is applied, meaning that only what is protected (claimed) by the earlier right is
considered. For example, if you file a European patent that claims a product disclosed in the
description of another patent filed before yours but not published, this patent is prejudicial to the
novelty of your patent. However, for a branched-off utility model, the other patent is not
prejudicial since it does not claim your product.
Limitations of Utility Models

However, utility models offer protection for only up to ten years, compared to twenty
years for patents. Furthermore, utility models cannot be used to protect methods or
biotechnological inventions.
Conclusion

In conclusion, while the German utility model may have certain limitations compared
to patents, its advantages in terms of cost, speed, and strategic flexibility make it a potent weapon
in IP litigation. The ability to quickly secure protection and the less rigorous novelty requirements

compared to patents can be decisive factors in maintaining a competitive advantage.



