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Measures against counterfeit products and enforce-
ment of intellectual property rights
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Partner, Patent Attorney

Matthias Grill

The following explanations relate to the enforcement of property rights in Germany
and are limited to property rights that can be registered. As will be shown below, registered design
rights are particularly suitable as a means of preventing counterfeit products.

The measures against counterfeit products differ depending on the costs, the duration
and the chances of success of the measures. When selecting the measure, it must also be taken
into account who is the infringer.

The main options are (a) a lawsuit for infringement of a property right, (b) a request
for an preliminary injunction, (c) an out-of-court settlement and (d) the border seizure procedure.

(a) Lawsuits in Germany are relatively cheap and quick compared to other countries.

Including an optional nullity or cancellation procedure, the first instance usually takes

1 to 2 years. However, there is an optional second and third instance, which means

that it can take 5 to 7 years until a legally binding final decision is reached.

The costs depend on the amount in dispute, the success (the losing party has to bear

the majority of the costs) and the expenses incurred by the parties. They are therefore

not easy to estimate, especially as they may change from instance to instance.

However, they are low by international standards.

(b) If a number of predetermined conditions are met, a request for an preliminary

injunction can be filed with the court. One of the requirements is that the (impending)

infringement has only been known for a very short time, another is that, without this
injunction, there may arise a situation to the detriment of the owner of the property
right, which cannot subsequently be reversed. The infringement must also be
unambiguous and the property right must presumably be legally valid. If all the

requirements can be substantiated, the request for an preliminary injunction has a

chance of success.

The costs may be slightly lower than the costs of a lawsuit because of infringement of
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an IP right. The court decision on this request is issued within days or weeks,
sometimes even without hearing the infringer.

(c) Out-of-court proceedings are significantly cheaper and faster. However, these
require a willingness to reach an agreement on both sides, which is normally only
found in established companies that can negotiate with each other on an equal footing.
Out-of-court proceedings often prove to be a waste of time in the case of intentional
infringers or infringers without an in-depth knowledge of the German legal system.
(d) The border seizure procedure is to be especially emphasized. It is particularly
suitable in the case of intentional infringers. This only requires that a suitable request
be filed with the competent German and/or European authorities and these authorities
will then stop any imports to Germany that correspond to the information of the
request. The costs incurred by the request are reasonable and depend on the effort

involved in preparing the request.

The more precisely you can specify the circumstances of the possible infringement in
the request, the more successful the application/request will be. The more general the information
is, the more imported goods will be seized, but sometimes these goods do not infringe at all.

After the authority has stopped the goods at the border, they will inform the applicant
and send details and, if necessary, photos of the stopped goods. The applicant then has 10 working
days to assess the seized goods with regard to an infringement. If the applicant is of the opinion
that an infringement has occurred, he/she may apply for the goods to be destroyed. The alleged
infringer then has 10 working days to object to the request for destruction. If he/she does not
object, which is often the case, the goods will be destroyed. If the infringer objects, legal action
can be taken against the infringer.

According to our experience, the border seizure procedure is the most cost-effective
and the fastest measure against product piracy. Unfortunately, however, it is mainly successful
with trademarks and designs. Although it is also intended to be used for patents and utility
models, it does not work as well here as it does for trademarks and designs. The reason for this is
that the customs authorities can only carry out a very cursory examination regarding a possible
infringement of intellectual property rights due to lack of personnel/human resources.

Of course, the border seizure procedure works best for trademarks. However, not
every product can be protected by a trademark.

The procedure works almost as well with designs. In general, designs have meanwhile
become the new super weapon against product piracy. The application/request itself is
inexpensive to prepare, the official fees are low and - at least in the case of TBK - the attorney
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fees are also extremely reasonable.

In addition, designs are registered without an examination procedure and are
nevertheless difficult to cancel.

This is due to the fact that the main requirement for the legal validity of a design, i.e.
individuality, is, unlike the inventive step in the case of a patent, not either present or absent, but
can be differentiated gradually. Thus, a low degree of individuality of the design does not
automatically lead to the cancellation of the design, but merely to a reduction in the scope of
protection.

However, since the scope of protection of designs is interpreted relatively broadly in
practice, a reduction in the scope of protection does not generally prevent the existence of a
design infringement.

In addition, it is the infringer’s obligation to submit to the court or the authority, in the
context of a request for cancellation, previously known designs that challenge the individuality of
the design. If the infringer does not succeed in doing so or does not file a request for cancellation,
the design is, in short, deemed to be legally valid until the contrary is proven. So, here too, all the
advantages are on the side of the applicant for a design.

Ultimately, however, it is also the interplay between the peculiarities of a border
seizure request and the specialities of a design that constitutes the particular suitability of this
combination as a measure against counterfeit products. Both work particularly well for three-
dimensional products whose characteristics are based on outward appearances.

Finally, it should also be emphasized that, meanwhile, designs have also become
suitable for technical products. Technical solutions can only fail to justify design protection if no
alternative technical solution is conceivable for them. However, such a situation is virtually
impossible, so that no judgments/decisions are known to have been taken recently for revoking a
design right for this reason.

Of course, registered design rights are not only well suitable for border seizure
proceedings, but are also a good basis for legal proceedings against a product pirate.

Please do not hesitate to contact us if you have any further questions — in case of

interest, we will be pleased to add further information to the above summarized explanations.



