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I tell clients that they know they are doing well when copycat products start to appear
in the marketplace. Why bother copying something that’s not enjoying significant commercial
success? Clients are rarely happy to hear me say this however, as the copycat products can
significantly affect their profit margins and are often inferior in quality, unfairly causing the client
reputational issues and potentially eroding many years of hard-won goodwill. Copycats can also
be difficult to find, with the classic children’s game of “Whac-A-Mole” often being used to
describe them — just as one copycat is dealt with, another pops up somewhere else.

With these commercial realities in mind, it may well be easier to stop counterfeit
goods from entering the Australian marketplace in the first instance. In some good news, this is
actually possible to do because of the assistance of a powerful ally for brand owners — the
Australian Border Force (ABF). The ABF have well established mechanisms to stop counterfeit
goods from entering Australia, and the purpose of this article is to briefly summarise these
mechanisms.

The ABF have the authority, under certain circumstances, to seize goods that infringe
a registered Australian trade mark upon their importation into Australia (i.e. before they can enter
the marketplace). Although the focus of this article will be on trade marks, it is worth noting that
this authority also applies to copyright, protected Olympic expressions and indicia and images for
major sporting events (such as the FIFA Women’s World Cup, recently held in Australia and New
Zealand). Unfortunately, this service is not available for the owners of patents or registered
designs.

In order to enable the ABF to be able to seize goods carrying a registered trade mark,
the trade mark owner (or their representative) must lodge a Notice of Objection, providing
information including the identity and contact details of the objector, the relevant trade mark(s)
(along with evidence from IP Australia of the trade mark’s registration), details of any authorised

users of the trade mark and a letter of authorisation from the trade mark owner (in the event that
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the objector is not the trade mark owner).

The Notice of Objection may be supplemented with further information that might
assist the ABF in identifying counterfeit goods. For example, details of known or expected
importers of counterfeit goods and where they are likely to be coming from might be provided, as
might more specific information such as known (or suspected) shipping routes and entry points.
All information provided to the ABF in this regard is held in confidence.

There is no official fee for filing a Notice of Objection. However, the Notice of
Objection must be accompanied by a Deed of Undertaking, which is a formal undertaking by the
trade mark owner/objector agreeing to repay the costs resulting from any seizures made (i.e.
transportation, storage and destruction costs).

A Notice of Objection is valid for four years and can be re-lodged to ensure ongoing
protection or withdrawn at any time if no longer required. A Notice of Objection will no longer
be valid should the trade mark expire.

Once a Notice of Objection is in place, the ABF will seize goods when they consider
that they appear to bear the relevant trade mark(s) and they suspect that the goods are intended for
a commercial purpose. Once the apparently counterfeit goods have been seized, the ABF will
notify both the objector and the importer that they have done so, and certain actions will need to
be taken by both parties within certain time frames.

Specifically, the importer must make a claim for the release of the seized goods within
the claim period, which is ten working days from the date of notification. If no claim for release
is made within the claim period, then the goods are deemed forfeited. If the importer makes a
claim for release of the goods within the claim period, the objector will be notified, and they will
then have ten working days to either commence legal action or consent to the release of the goods
to the importer.

If the objector does not commence legal action, the ABF will release the goods to the
importer. If, however, the objector does commence legal action, the ABF will hold the seized
goods pending a final determination by the courts on whether the sale of the seized goods in
Australia would infringe the relevant trade mark rights. If this is found to be the case, then the
ABF has the authority to dispose of the goods, usually by destruction.

Even if the seized goods are ultimately released, the ABF’s notification will contain
useful information for the trade mark owner, including information about the importer and the
nature of the products they are importing.

Despite the attractiveness of this offering by the ABF (who doesn’t love a cheap “Set
and forget” watch for potential infringements of clients’ IP rights?), it appears to be quite

underutilised. According to the Australian Bureau of Statistics, retail trade in Australia during the
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2023 financial year amounted to a whopping AU$38 billion. According to the ABF, however, in
the 2023 financial year, only around 112,000 individual items with an estimated value of almost
AUS$40 million were seized. This seems to be quite a modest amount of seizures, and is probably
only the tip of the iceberg in terms of counterfeit products for sale in the Australian marketplace.

Trade mark owners would therefore be well advised to take greater advantage of these seizure
mechanisms, although they clearly do not replace the need for constant vigilance in the
marketplace, and especially in the various e-commerce platforms (many of which, of course, have

their own take down mechanisms when IP rights are infringed).
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