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Enforcing Patents at the UPC : Lessons Learned from
the First Decisions on the Merits

Rouse
Principal Dr. Isabel Cantallops Fiol
Principal Fabrice Mattei

As of June 1, 2023, and with the proviso that the patent proprietor has not opted out of
the new system, the Unified Patent Court (UPC) has exclusive jurisdiction on all the granted
European patents, if validated in at least one of the countries that have ratified the UPC system.
This is : Austria, Belgium, Bulgaria, Denmark, Estonia, Finland, France, Germany, Italy, Latvia,
Lithuania, Luxembourg, Malta, Netherlands, Portugal, Romania (as of September 1, 2024),
Slovenia and Sweden. Cyprus, Czech Republic, Greece, Hungary, Ireland and Slovakia have
signed the agreement but have not yet ratified it. Other countries, particularly, Spain, Croatia and
Poland have not signed up to the agreement, although they have had the option to, and the UK
cannot partake after having left the EU.

This means that, for the countries that have ratified the new system, granted patents,
independently of whether they are classical European patents or Unitary Patents (UPs), will be
litigated in the UPC. The patents that are validated in countries that are not part of the UPC, such
as, e.g., Spain, will still have to be litigated in the respective national courts of these countries.
Similarly, the patents that have been opted out of the UPC, will also have to be litigated in the
different national courts where the patents have been validated. Proprietors having requested to
obtain a European Patent with unitary effect, or Unitary Patent (UP) will be mandatorily subject
to the UPC in the member countries, with no possibility to opt out. Requesting a UP is however,

still voluntary.

Risks and benefits : Japan’s response

The attraction of the UPC is that it simplifies litigious processes for European patents
and Unitary Patents, enabling to avoid the costs and complexities of having to litigate a patent
matter in multiple countries and, rather, enabling to litigate matters in a single court, with
decisions being enforceable in all UPC member countries. Also advantageously, all divisions

allow English as a language of the proceedings, which further simplifies the process. Moreover,
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the system is set up to be swift, as the decision of the UPC is to be issued within 12 months.

However, these advantages come with the risk of revocation of patents in all member
countries after a single procedure, which is one that cannot be taken lightly and must be carefully
considered, especially by patent proprietors having the choice to opt out of the system, and follow
the classical route of country by country validation.

As of July 29, 2024, according to data published by the European Patent Organization
(EPO), the general uptake rate of Unitary Patents (UPs) is roughly 25%, of which 3.7% have
proprietors having Japan as a country of origin. This means Japan is one of the top countries of
origin of proprietors outside of Europe seeking UPs and therefore mandatorily falling under the
jurisdiction of the UPC.

With the pros and cons of the UPC, the strategy to follow for a proprietor may need to
be studied on a case-by-case basis, together with that of requesting a UP, balancing different
factors. If a patentee decides to opt out of the UPC, although it is possible to still do it after grant,
it is advisable to do it before grant to avoid the risk of a revocation action being immediately filed
at the UPC after grant, which would then irreversibly tie the granted patent to the jurisdiction of
the UPC.

Competence of the UPC

According to Article 32 of the UPC Agreement, the UPC has exclusive competence in
respect of, among others, actions for actual or threatened infringements of patents and
supplementary protection certificates and related defences, actions for declarations of non-
infringement of patents, actions for provisional and protective measures and injunctions, actions
for revocation of patents and for declaration of invalidity of supplementary protection certificates,
counterclaims for revocation of patents and for declaration of invalidity of supplementary
protection certificates, actions for damages or compensation derived from the provisional
protection conferred by a published European patent application and actions relating to the use of
the invention prior to the granting of the patent or to the right based on prior use of the invention.
The UPC therefore promises to be a powerful tool to enforce European patents and UPs in the

UPC member states.

First decisions on the merits have been issued

In agreement with the aim of the UPC, the first decisions on the merits from the UPC
have been issued in the early summer of 2024. Up to the date of submission of this article in early
August, four different decisions on the merits were issued by different divisions of the UPC. The
Diisseldorf Local Division found patent EP 3 375 337 by Franz Kaldewei GmbH & Co. KG to be
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valid as amended, and infringed by Bette GmbH & Co. KG (UPC_CFI_7/2023). Moreover, the
court granted a permanent injunction to Kaldewei against Bette in seven UPC member states.
Costs, preliminary damages and other measures were also ordered. Meanwhile, the Paris Local
Division entirely revoked patent EP 3 435 866 owned by Dexcom Inc. in a dispute against Abbott
(ORD_37297/2024) and required Dexcom to bear the costs. The Munich Central Division also
invalidated patent EP 3 666 797, owned by Amgen for lacking inventive step in response to the
first revocation claim filed in the UPC by Sanofi-Aventis and a counterclaim for revocation filed
by Regeneron (UPC  1/2023 & UPC 14/2023). The Court ordered Amgen to bear the legal
costs of the claimants. Lastly, the Paris Central Division found patent EP 3 646 825, of Edwards
Lifesciences corporation, to be valid as amended in a dispute with Meril (UPC_CFI_255/2023 &
UPC_CFI_15/2023) and divided the costs among the parties.

Lessons learned thus far from the first decisions on the merits for prosecution : preventing
revocation

While is still too early to have a clear picture on how the UPC with impact prosecution
of patent applications at the European Patent Office (EPO), especially in view that appeals may
be filed, a few conclusions may be preliminary drawn from the first decisions on the merits issued
thus far. In line with Article 69 of the European Patent Convention (EPC), in Dexcom vs Abbott,
as well as in the Amgen vs Regeneron, the UPC has stated that the description and the drawings
must always be used as explanatory aids for the interpretation of the patent claim, not only to
resolve any ambiguities in the patent claim, clarifying that the interpretation of a patent claim
does not depend solely on the strict, literal meaning of the wording used. The standard for claim
construction was previously set by the earlier decision of the Court of Appeal in NanoString vs
10x Genomics. Although this does not deviate from current practice, applicants are encouraged
to provide detailed descriptions of claim terms, especially those that may be given especial
meaning in an application.

Of note is that the UPC did not apply the problem-solution approach used at the EPO,
at least not strictly, in the decisions on the merits issued thus far. For example, there may be more
than one realistic starting point for the assessment of inventive step, and the one used may not
necessarily be that chosen by the EPO during prosecution, as shown in Sanofi/Regeneron vs
Amgen. Again here, although not diverging from current practice, applicants are encouraged to
describe the technical advantages afforded by the features of the described invention, especially
those derived from the features in the original set of claims.

As more decisions are issued by the UPC, having passed the 12 months since its
launch, a clearer picture of the approach followed by the different divisions of the court will
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emerge, and we will be able to extract further learnings that may impact patent prosecution as

well as enforcement strategies.



