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< Korea >

The Trend of Precedents in Korea : “Joint Copyright
of Game Works” Case ®ccision by the Supreme Court on 2024/5/9, 2020Da250561)

— Governed Law in Joint Copyright Ownership Succession and Infringement Cases

BAE, KIM & LEE LLC.
Attorney at Law Kim Changhwan
Attorney at Law Chung Wonyoung

1. Background of the case

The plaintiff, a Korean corporation, and Company A jointly created Game M and
jointly owned the copyright to Game M. After that, Company A decided to develop the Defendant
of a Korean Corporate by splitting the relevant business unit of Game M (the “Work™) into a
physical division (“physical division”). They prepared a demerger plan including Company A’s
copyright interest in the Work in the “List of IP Subject to Transfer.” They completed the
registration of the demerger and the registration of the defendant’s establishment after the
resolution of the shareholder’s meeting. In this regard, the plaintiff opposed the transfer of
Company A’s copyright interest in the Work to the defendant in the physical division.

Subsequently, the defendant entered into a license agreement with a Chinese company
under which the defendant licensed the Chinese company to develop a mobile or web game based
on the Work. The locational scope of the agreement included China. The company developed
mobile or web games using the Work under the defendant’s license and provided services in
China. The defendant sent the said agreement to the plaintiff around the time of the conclusion of
the above agreement. However, the plaintiff did not agree to the defendant’s conclusion of the
licensing agreement because the defendant did not tell him the other party to the agreement and
the defendant’s notice was only an after-the-fact.

Therefore, the plaintiff filed a claim against the defendant, demanding the suspension
of the licensed use of the Work. The grounds for the claim are as follows.
- As a principal allegation. The plaintiff did not agree to the defendant’s succeeding to Company
A’s copyright interest in the Work through the physical division. Therefore, the defendant
infringed the plaintiff’s copyrights and other rights in China by allowing the Chinese company to
use the Work, even though the defendant was not the owner of the copyrights.
- As a preliminary allegation. Even if the defendant is the copyright holder who
inherited the copyright interest in the Work from A, the defendant authorized the Chinese
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company to use the Work in China without agreement with the plaintiff. Thereby, the defendant
aided and abetted the Chinese company’s infringement of the plaintiff’s copyright in China and
jointly infringed the plaintiff’s copyright'.

2. Issues in the case

Like Article 65(1) and (2) of the Japanese Copyright Act, Article 48(1) of the Korean
Copyright Act requires the agreement of all the copyright holders of a cooperative work for the
exercise of its copyright, and the consent of other copyright holders is required for the transfer of
their share. In China, Article 9 of the Implementing Regulations of the Copyright Act and Article
10 of the Computer Software Protection Regulations stipulate similar purposes. On the other
hand, under Korean law, in a physical division of a company, the rights and obligations of the
company before the division are comprehensively succeeded to the newly established company,
as in a general succession. Legally, the defendant can acquire the copyright interest in China
concerning the Work of Company A without the plaintiff’s consent by the comprehensive
succession in the physical division in this case. In contrast, in China, there is no company split
system. Therefore, under Chinese law, the defendant may not be able to acquire a copyright
interest in China for Company A’s Work without the plaintiff’s consent. Thus, the issue in this
case was which country the defendant’s acquisition of the copyright interest in China about the
Work of Company A was governed by (the original court decided that it was Korean law).

On the other hand, the question also arose as to which country’s law governed whether
the defendant, jointly with a Chinese company, committed copyright infringement in China
concerning the plaintiff’s Work (the original court held that it was Korean law).

In this regard, there was also an issue as to what conflict-of-laws norm should
determine the governing law to be applied to the case (the original court was based on the Berne

Convention).

3. Decision of the Supreme Court

Whether the defendant succeeds to Company A’s copyright in China through the
physical division in this case falls under a legal relationship that includes a foreign element.
Therefore, international conventions to which Korea is a party generally take precedence over the
Civil Code, Commercial Code, or private international law. And for matters that are excluded
from the application of international conventions or not directly stipulated by them, the governing

law determined by the private international law of the place of jurisdiction will be applied. The

1 The second auxiliary cause of action is omitted.
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Berne Convention for the Protection of Literary and Artistic Works (“Berne Convention”), to
which Korea is a signatory, regulates the scope of protection and remedies for copyrights but does
not provide for the succession of copyrights upon a corporate split. Therefore, these matters are
governed by the governing law determined under the private international law of the place of
jurisdiction.

In determining whether the defendant succeeds to the copyrights in China concerning
the Work of Company A by the physical division, the governing law determined by the private
international law of Korea, the place of jurisdiction, shall be applied. The legal relationship of the
cause of succession of copyright, i.e., the physical division in this case, is a matter related to the
incorporation of a juridical person. Therefore, based on the main clause of Article 16 of the
former Private International Law (a juridical person or an association shall be governed by the
governing law of its establishment), the governing law, in this case, is the Commercial Code of
Korea under which the defendant was established.

However, the question of whether Company A’s copyright in China is transferable and
what procedures and forms of performance are required for its transfer and attribution are closely
related to the counter-public effect of the copyright and the protection of the copyright. Such legal
relationships are governed by the law of the country of protection, by Article 24 of the former
Private International Law (protection of intellectual property rights depends on the law of the
place of infringement). However, since the law of the protection country in this case is the law of
China, the above matters must be determined by applying Chinese law.

In addition, Article 5(2) of the Berne Convention (the extent of protection, as well as
the means of redress afforded to the author to protect his rights, shall be governed exclusively by
the laws of the country where protection is claimed) adopts the principle of the law of the country
of protection. Both Korea and China are signatories to the Berne Convention, and the plaintiff
claims protection in China on the ground that the defendant jointly infringed the plaintiff’s
copyright in China by instigating or aiding and abetting the defendant to the Chinese company.
Therefore, under Article 5(2) of the Berne Convention, the governing law is the law of China, the

country of protection (place of infringement).

4. Significance and implications of this decision

There is no agreement on whether Article 5(2) of the Berne Convention is recognized
as a conflict norm or, if it is a conflict norm, whether it or Article 24 of the former Private
International Law of Korea has priority in application. In addition, there is also no agreement on
the scope of application of Article 24 of the former Private International Law of Korea as to
whether the laws of the country of protection apply not only to the issue of infringement of IPRs
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but also to the general issue of establishment and transfer of IPRs.

In a case involving a legal relationship of copyright with foreign elements, the
previous Korean lower court decision determined that the governing law of copyright
infringement was the law of the place of infringement or the country of protection, although there
was a partial difference in whether the basis for determining the governing law was the principle
of territoriality, Article 5(2) of the Berne Convention, or Article 24 of the former Private
International Law of Korea. About the scope of application of the Berne Convention and the
former Private International Law of Korea, the court ruled that the law of the country of protection
applies not only to copyright infringement but also to “the applicability and term of protection of
copyrighted works” and “the establishment and transfer of copyright in general. However, the
original court decision in this case was different from the previous lower court decisions, which
held that the laws of the country of protection apply to copyright transfers and infringements.

This decision of the Supreme Court expressly stated the following. In cases where
Article 5(2) of the Berne Convention falls under the conflict of laws provision and where there
are foreign elements relating to copyright protection, Article 5(2) of the Berne Convention shall
prevail and the law of the country of protection (the law of the place of infringement) shall be the
governing law. In addition, in matters where the Berne Convention excludes or does not directly
stipulate the application of the governing law, the governing law determined by the private
international law of the place of jurisdiction shall be applied. In addition, the decision of the
Supreme Court clarified that Article 24 of the former Private International Law of Korea adopts
the principle of the law of the country of protection not only in the issue of copyright infringement
but also in general issues such as its establishment and transfer. In this respect, this Supreme
Court decision is significant.

In cases where the law of the protecting state doctrine applies with a foreign element,
the plaintiff seeking copyright protection should limit the locational scope of the licensed acts
sought to be stopped to the country of infringement in the statement of claim and identify the
place of infringement so that the court will determine the governing law accordingly and conduct

its proceedings.

(Translated by TIIP)



