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Scope of Trademark Rights over Applications
—In Respect of 2023HE0128262 Decision of
the Korean Patent Court

HANYANG International Patent and Law Firm
Patent Attorney

Seung-Young Lee

Service providers who use applications as a means of providing services shall give top
priority to securing trademark rights to the service industry concerned.
Furthermore, it can also prevent trademark disputes by securing trademark

registrations in product Category 9, for applications.

1. Issues in the case

Company T obtained a trademark registration in 2014 for a trademark consisting of ,
designating computer-enabled software for mobile phones, etc. in product category 9.

On the other hand, Company H registered a trademark like in 2017, designating
product category 36, for electronic financial transaction business. They also used a trademark
consisting of the orange-colored for electronic financial transactions.

Company T, which has a trademark registration in Category 9, filed a request in 2021
for a trial to confirm that the use of the trademark by Company H falls within the scope of rights
under the trademark registration in Category 9. The Korean Patent Court pronounced the decision
on the case in February 2024 and the judgement became final.

It was not disputed that the two companies’ trademarks were similar as the letter parts
were identical. However, the two companies were in sharp conflict as to whether the use of the
trademark in the application constituted use for goods in Category 9 or services in Category 36.
Company T, the owner of the trademark in Category 9, argued that the use of the trademark in the
application fell within the scope of rights in Category 9. In contrast, Company H, the trademark
owner in Category 36, argued that displaying the trademark on the application was a legitimate
use of the trademark included in the provision of services in the electronic financial transactions

in Category 36.

2. Summary of judgement



Journal of Towa Institute of Intellectual Property Vol.16, No.2 113

The Patent Court first noted that the use of a trademark in a service involves the act of
displaying the trademark on objects provided to consumers in the provision of the service. It then
held that the use of the trademark by Company H in the application constituted the use of the
trademark in the electronic financial transactions in Category 36. In other words, the application
is a means of providing electronic financial transaction services, and the use of the trademark in
the application constitutes ‘the act of displaying the trademark in an advertisement relating to the
service of electronic financial transaction business’ or ‘the act of displaying the trademark on
objects provided for the use of consumers to provide electronic financial transaction service’. With
this decision, Company H, which had registered its trademark in Category 36, was found to be
using its registered trademark within its legitimate scope ; Company T lost its case at the Patent

Court and did not subsequently appeal to the Supreme Court, so this decision became final.

3. Company trademark strategy

It is now common practice to provide services online as well as offline and to use the
internet and mobile as a means of providing services. It is essential for companies that provide
services to secure a trademark registration in the sector of their services, e.g. in Category 36 for
financial services, Category 38 for telecommunications and Category 41 for entertainment.

On the other hand, if consumers download the application and use the service, it is
advisable, if possible, to also register a trademark for ‘Computer application software for mobile
phones’ in Category 9. This is because it prevents trademark disputes in advance. Even if a
business were to obtain a trademark registration only for its service and not for Category 9, it
would still be permissible to use the application as a means of providing that service, in the light
of the Patent Court decision mentioned above. However, it should be noted that if a business
cannot register a trademark for its service, but only has a trademark registration in Category 9,
and provides services while using the trademark in the application, there is a high risk of
infringement being raised by the trademark owner who has a trademark registration for that

service.
The Patent Court’s decision is significant in that it is the first ruling by the Korean

Patent Court to indicate that in the mobile service environment, companies should put to securing

trademark registration for their services first.

(Translated by TIIP)



