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Counterfeit goods pose significant threats to businesses and economies worldwide. In

Brazil, the proliferation of counterfeit and pirated products has been a persistent issue,
undermining legitimate businesses, stifling innovation, and compromising consumer safety.
Therefore, there are special measures to be taken when fighting counterfeiting in Brazil.
In recent years, the government has intensified measures to combat counterfeiting, resulting in a
considerable impact on this illegal market. Intellectual property (IP) right holders operating in
Brazil can greatly benefit from these measures and collaborate with the government to protect
themselves.

The first and most important measure is to ensure their assets are protected in Brazil
by registering and monitoring patents, trademarks, and industrial designs with the Brazilian Patent
and Trademark Office (BRPTO). Valid registrations form the legal basis for enforcement actions,
serving as proof of ownership and enabling IP rights holders to present civil and criminal claims
against counterfeiters. Continuous monitoring of these registrations is crucial to prevent the
BRPTO from granting similar IP rights to third parties, and to keep registrations enforceable and
up to date.

Considering that a significant number of counterfeit and pirated goods are imported to
Brazil from its neighbors and Asian countries, IP right holders are advised to adopt border
measures aiming to preventing that the counterfeit items enter the country. The first necessary
step is to register the trademarks with the National Directory to Combat Trademark Counterfeiting
(Diretorio Nacional de Combate a Falsificacdo de Marcas), a strategic database exclusively
accessed by authorities responsible for fighting counterfeiting. This registration allows law
enforcement authorities to identify counterfeit products more easily, to promptly reach the IP right
owner and to act more swiftly across the country in these cases.

To obtain this registration, IP holders must have a registered trademark with the

BRPTO, appoint a representative and provide necessary information for the identification and
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apprehension of counterfeit goods, such as manuals for identifying fake products, as well as
strategic information such as import and export routes, licensed packaging and storage places,
materials and sites.

This registration, alongside constant collaboration with customs authorities, can
significantly enhance the effectiveness of anticounterfeiting efforts.

It is also possible to file a request that Customs performs surveillance activities in
respect of goods that are entering the country searching for counterfeit. However, another
common strategy adopted by IP holders alongside its representatives in Brazil, is to constantly
educate customs agents on the particularities of the products, by providing training seminars, for
example.

Assigning a local legal representative is not only required for the registration in the
National Directory, but also highly advisable to work in person with the authorities. These
representatives serve as a means of communication between the IP owner and the authorities, and
assist in carrying out all necessary procedures, including the seizure of counterfeit goods. Local
representatives can be crucial in building a healthy and productive relationship with the law
enforcement authorities. According to Article 198 of the Industrial Property Statute, the seizure of
counterfeit goods with a false indication of origin can be carried out ex officio or upon the request
of the IP right holder. The appointed representative of the IP holder should monitor the procedure
closely to ensure it is executed properly from start to finish, which might include making sure the
destruction of the seized products.

In the judicial sphere, Criminal and Civil actions are also possible when fighting
counterfeits. Civil lawsuits are possible to claim compensation for moral damages derived from
the undue use of the trademark, as well as compensation for material damages, which includes the
benefits that would have been gained if the violation had not occurred, the ones gained by the
infringer and the remuneration that the infringer would have paid to the IP right holder for a
license.

Courts decide whether it is a case of infringement or counterfeiting, usually
considering the violator’s intentions. Therefore, if the court finds that the violator offers products
or services fully reproducing the original trademark, this will be “counterfeiting.” However, if the
infringing trademark is similar, comprising elements like the original trademark without fully
reproducing it, this is more likely to be categorized as a case of “infringement”.

Being prepared to promptly act against counterfeiters has proven efficient in coercing
counterfeiters from repeated offenses against the IP holder’s rights.

Notwithstanding, as a first preventive step, is the vigilance across various markets—

including physical stores, online marketplaces, and social media platforms—which is crucial for
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combating counterfeits. Taking swift action enhances the likelihood of success and deters
counterfeiters from further infringement. Identifying counterfeits and acting as early as possible
helps in avoiding higher costs and complexities. Collaboration with e-commerce platforms and
partnering with industry associations and companies to exchange information and strategies is
also beneficial and advisable to strengthen enforcement efforts. Also, joint action with other TP
holders facing violations can amplify outcomes.

Although the commercialization of counterfeit goods remains a persistent problem in
Brazil, the government has significantly improved the landscape for IP holders. Strengthened
legislation, increased cooperation with law enforcement and enhanced customs enforcement have
led to more effective raids and seizures of counterfeit goods. Increased public-private partnerships
and industry collaborations, along with investments in innovative technologies and international
cooperation, further bolster efforts against counterfeiting, creating a more secure market
environment for businesses and consumers. Therefore, it is of utmost importance that IP holders

remain diligent and work closely with authorities in the combat of counterfeiting.



