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The U.S. doctrine of obviousness, or non-statutory, double patenting (“ODP”) limits
the right of a patent owner to obtain multiple patents containing closely-related claims. The
Supreme Court in Miller v. Eagle Mfg., 151 U.S. 186 (1894) characterized ODP as an issue of
patent exhaustion. That is, the ability to create a patent monopoly for a given invention is
exhausted with the first patent, and a later patent for a similar invention cannot effectively extend
the patent monopoly of the earlier patent.

The U.S. patent term adjustment system (“PTA”), in which the patent term of twenty-
years from earliest U.S. filing date is extended if there are undue USPTO delays in examination,
raised new considerations for ODP. Although members of the same patent family would have the
same basic expiration date of twenty years from earliest U.S. filing date, the actual expiration
dates could differ because of different amounts of PTA.

The Federal Circuit decision in In re Cellect, LLC, 81 F.4th 1216, (Fed. Cir. 2023)
confirmed that the expiration dates including PTA should be used in evaluating ODP issues
among family members. (The chart below illustrates the Cellect issue in simplified form.) This
caused concern about ODP issues invalidating the first patent in a family since It is common for
the earliest application to have the most complex prosecution and the greatest amount of PTA.
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In Allergan v. MSN, 111 F.4th 1358 (Fed. Cir. 2024) the Federal Circuit clarified that
claims of a second-filed and second-issued patent cannot be used as a reference for ODP of a
first-filed and first-issued family member, since the first patent could not extend the monopoly of
patents not in existence when it was granted. (The chart below illustrates the Allergan issue in
simplified form.) The decision relieves some uncertainty about the enforceability of members of a
patent family. However, issues for future cases to address remain, such as the treatment of a first-

filed but later-issued patent and a later-filed and earlier-issued family member.
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