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The U.S. has a court-created doctrine of “obviousness-type” double patenting (ODP),
which prevents a patent owner from having multiple patents with claims that are obvious variants
of the other. In response to ODP rejections, a patent owner can file a terminal disclaimer agreeing
to disclaim the term of any patent that expires after the term of another patent and promise that
the ownership of the patents will remain with one party. Terminal disclaimers can only be filed as
to live patents.

In August 2023, in /n re Cellect, LLC, 81 F.4th 1216 (Fed. Cir. 2023), the Federal
Circuit held that patents from the same family, but having a later expiration date due to PTA than
another family member patent, were invalid under ODP. The patents were not tied together by a
terminal disclaimer, and a terminal disclaimer could not be filed at that time because the patents
had expired. Following Cellect, PTA was seen as a double-edged sword and as creating an
invalidity minefield in a patent owner’s portfolio.

In August 2024, the Federal Circuit issued a decision in Allergan USA, Inc. v. MSN
Labs. Private Ltd., 111 F.4th 1358 (Fed. Cir. 2024). In Allergan, a parent patent issued first and
was awarded PTA that caused the parent case to expire after two later-issued child patents. The
Federal Circuit clarified that a “first-filed, first-issued, later-expiring claim cannot be invalidated
by a later-filed, later-issued, earlier-expiring reference claim having a common priority date.”
The court further held that “the first-filed, first-issued patent in its family is the patent that sets
the maximum period of exclusivity for the claimed subject matter and any patentably indistinct
variants.”

In view of the Allergan holding, patentees can confidently rely on the PTA award in a
first-issued patent in a family. Continuations can be pursued without concern of their impact on
the PTA in the first-issued patent. The patent term of the child patent(s) cannot extend beyond the
term of the first-issued patent.



