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EPO Opposition and Appeal —diverging case law of EPO on
carrying over requests from first to second instance
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The Appeal at the EPO is a strictly “front-loaded” three phase-procedure requiring
parties to present their full case as early as possible. Phase 1 is defined by the statement of
grounds and the reply thereto, parties shall present their entire case in this phase. In Phase 2,
admittance of amendments to the case is at the discretion of the Board and requires justification.
In Phase 3, new facts, arguments or request are admitted only under exceptional circumstances.

Even in Phase 1, parts of a Party’s case can already be considered an amendment,
requiring admission at the discretion of the Board, if they are not directed at the content of the
decision under appeal. This is the case for a patentee’s auxiliary requests that were not discussed
in the appealed decision, because the patent was upheld according to a higher-ranking request.
The patentee should demonstrate that the requests were admissibly raised and maintained in the

first instance proceedings.

Three lines of case law have emerged regarding these requirements :
Timing (e.g., T 221/20) : Requests filed within procedural deadlines in first instance are
generally considered admissible.
Discretion in First Instance (c.g., T 364/20) : Boards assess whether the request should have
admitted in first instance, i.e. the Board attempts to reproduce the discretionary decision of the
first instance.
Onus of demonstration (e.g., T 246/22) : The Boards focus on the demonstration of all relevant
first instance circumstances by the patentee and will not analyze the first instance on its own.

Arising practical implications include that patentees in first instance must submit
auxiliary requests as early as possible, clearly state their purpose, and maintain them throughout
first-instance proceedings. On appeal, requests must be reiterated promptly in Phase 1, supported
by explanations of their procedural history and purpose to avoid inadmissibility.

A more unified approach among Boards would enhance legal certainty. Until then,
practitioners need to consider the diverging approaches of different Boards of Appeal.



